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DETAILED ACTION 

1 . The claim portion of the Response to Election and Restriction filed on 10/24/05 is 
not in compliance with the Revised Amendment Practice 37 CFR 1.121 effective dated 
7/30/03. 

2. Claims 6, and 7 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected Species, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in the reply 
filed on 10/24/05. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-5, 9, 10, 13, 15-18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Wilmers. 

Wilmers discloses micro-dispensing nozzle or injector valve having a housing 1, 
at least one exit orifice 22, a magnetostrictive valve with a magnetostrictive rod 7(see 
figure 1). 

With respect to claim 15-18, the apparatus shown by Wilmers is capable of 
performing the method or steps recited in the claims. 

5. Claims 1-5, 9, 10, 13, 15-18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Focke et al. 
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Focke et al discloses micro-dispensing nozzle or injector valve having a housing 
10, at least one exit orifice 22, a magnetostrictive valve 1 1 with a magnetostrictive rod 
14(see figure 1). 

With respect to claim 15-18, the apparatus shown by Focke et al is capable of 
performing the method or steps recited in the claims. 

6. Claims 10, 13, 15-18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Reinicke et al. 

Reinicke et al discloses a magnetostrictive valve 10 with a magnetostrictive rod 
35, an exit orifice 15 (see figure 1). 

With respect to claim 15-18, the apparatus shown by Reinicke et al is capable of 
performing the method or steps recited in the claims. 

7. Claims 1-5, 8-10, 13, 15-20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Gipson et al. 

Gipson et al discloses micro-dispensing nozzle or injector valve having a housing 
402, at least one exit orifice 406, a magnetostrictive valve with a magnetostrictive rod 
414(see figure 4), a pump 104 connected to the micro-dispensing nozzle or the injector 
valve, and a controller 108 (see figure 1). 

With respect to claim 15-18, the apparatus shown by Gipson et al is capable of 
performing the method or steps recited in the claims. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 11, 12, 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Wilmers or Focke et al or Reinicke et al or Gipson et al. 

Wilmers or Focke et al or Reinicke et al or Gipson et al teaches all the limitations 
of the claims except for the rod magnetostrictive length of 2 mm or 30mm, an operating 
frequency of faster than 1 kHz. At the time the invention was made, it would have been 
an obvious matter of design choice to a person of ordinary skill in the art to provide the 
device of Wilmers or Focke et al or Reinicke et al or Gipson et al with the rod 
magnetostrictive length of 2 mm or 30mm, or an operating frequency of faster than 
1kHz, because Application has not disclosed that the rod magnetostrictive length of 2 
mm or 30mm, or an operating frequency of faster than 1 kHz provides an advantage, is 
used for a particular purpose, or solves a stated problem. One of ordinary skill in the art, 
furthermore, would have expected Applicant's invention to perform equally well with 
either claimed dimensions or the Wilmers, Focke et al, Reinicke et al, Gipson et al 
dimensions. Therefore, it would have been an obvious matter of design choice to modify 
the device of Wilmers or Focke et al or Reinicke et al or Gipson et al to obtain the 
invention as specified in claims 1 1 , 12, 14. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The following patents are cited to show the art with respect to a 
magnetostrictive valve: Henkel, Spain, and Maruyama et al. 
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1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dinh Q. Nguyen whose telephone number is 571-272- 
4907. The examiner can normally be reached on Monday-Thursday 6:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Scherbel can be reached on 571-272-4919. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Dinh Q Nguyen 
Primary Examiner 
Art Unit 3752 
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